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The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-3 and 5-12 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1: Claim 1 calls for the evaluation of a plurality of methods for generating 
intermediate data sets. This is followed by a query language statement assembled and run against, 
the data source. The claim is unclear since it is not clear what result, if any, is produced by the 
evaluating step and how such result is related to the remainder of the claimed invention. 

Claims 2-3 and 5-9: Depend on claim 1. 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 10- 12, 14-18, 21, 27 and 29 are rejected under 35 U.S.C. 101 because the 
claimed invention is non-statutory. 

Claim 10: The last step of claim 10 is a step of evaluating a plurality of methods, from 
which no result is produced. Claim 10 lacks a useful, concrete and tangible result since no result 
is produced at all. See State Street Bank & Trust Co. v. Signature Financial Group Inc., 149 F.3d 
1368, 47 USPQ2d 1596 (Fed. Cir. 1998). The terminology "computer implemented method" 
does not render the claimed invention statutory since the result of the invention is the not 
computer itself. 

Claims 11-12 and 14-18: Depend on claim 10. 
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Claim 21: The last step of claim 21 is a step of evaluating a plurality of methods, from 
which no result is produced. Claim 21 lacks a useful, concrete and tangible result since no result 
is produced at all. See State Street Bank & Trust Co. v. Signature Financial Group Inc., 149 F.3d 
1368, 47 USPQ2d 1596 (Fed. Cir. 1998). The terminology "computer implemented system" 
does not render the claimed invention statutory since the result of the invention is the not 
computer itself. 

Claim 27: The last steps of claim 27 involve steps of evaluating a plurality of methods, 
from which no result is produced. Claim 27 lacks a useful, concrete and tangible result since no 
result is produced at all. See State Street Bank & Trust Co. v. Signature Financial Group Inc., 
149 F.3d 1368, 47 USPQ2d 1596 (Fed. Cir. 1998). The terminology "computer implemented 
method" does not render the claimed invention statutory since the result of the invention is the 
not computer itself. 

Claim 29: The last steps of claim 29 involve steps of evaluating a plurality of methods, 
from which no result is produced. Claim 29 lacks a useful, concrete and tangible result since no 
result is produced at all. See State Street Bank & Trust Co. v. Signature Financial Group Inc., 
149 F.3d 1368, 47 USPQ2d 1596 (Fed. Cir. 1998). The terminology "computer implemented 
system" does not render the claimed invention statutory since the result of the invention is the 
not computer itself. 

No prior art is applied. Claims 1-3 and 5-9 would be allowed if amended to overcome the 
rejections under 35 USC 112, second paragraph. Claims 10-12, 14-18, 21, 27, 29 would be 
allowed if amended to overcome the rejections under 35 USC 10i. 

Claims 19-20, 26 and 28 are allowed. 



Application/Control Number: 09/883,499 Page 4 

Art Unit: 2164 

Applicant is reminded that amendments to claims which result a broadening of scope of 
the claims may necessitate new prior art rejections. 
This office action is made non-final. 

Any inquiry concerning this communication should be directed to Sam Rimell at 
telephone number (571) 272-4084. 

Sam Rimell 
Primary Examiner 
Art Unit 2164 




